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Information Disclosure Statement 

The examiner notes the filing of the information disclosure statement on January 
12, 2004. The examiner has considered the cited references since they were in the 
English language. However, the examiner wishes to bring to applicants' attention that 
the Search Report in the office application is blank. We do not appear to have a copy of 
either the original complete Search Report to the English language translation thereof 
referenced by applicants in the information disclosure statement. 

Specification 

The examiner has not checked the specification to the extent necessary to 
determine the presence of all possible minor errors (grammatical, typographical and 
idiomatic). Cooperation of the applicant(s) is requested in correcting any errors of which 
applicant(s) may become aware of in the specification, in the claims and in any future 
amendment(s) that applicant(s) may file. 

Applicant(s) is also requested to complete the status of any copending 
applications referred to in the specification by their Attorney Docket Number or 
Application Serial Number, if any. 

The status of the parent application(s) and/or any other application(s) cross- 
referenced to this application, if any, should be updated in a timely manner. 


Election/Restriction 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 
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I. Claims 1 -6, drawn to a catalyst composition, classified in class 502, 
subclass 1 75. 

II. Claim 7, drawn to a polymerization process, classified in classes 568 
and/or 528, subclasses vary depending upon the polymer produced 

III. Claim 8, drawn to a polyether polyol, classified in classes 568 and 528, 
subclasses vary depending upon the identity of the polymer. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the composition as claimed 
has utility for materially different purposes such as metathesis. 

Inventions I and III are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01 ). In 
the instant case the different inventions are completely distinct - I is a catalyst 
composition, III is a polyol. They are not disclosed as being used together. 

Inventions II and III are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
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that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the process can be used to make materially 
different products such as liquid or solid polyether polyols. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter and different classification, restriction for examination purposes as indicated is 
proper. 

During a telephone conversation with Mr. Mrozinski on May 28, 2004 a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-6. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 7-8 are withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected invention. 

Applicants are reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 6,028,230 to Le-Khac, EP 1 146 062, CA 2 390 126 or WO 01/04179. 

The instantly claimed invention is directed to DMC catalysts and methods for the 
production thereof further containing two organic complexing agents, one of which 
contains fluorine, and one of which does not. 

Each of the references is relied upon for teaching compositions considered to 
overlap those claimed herein. Le-Khac et al. disclose DMC compositions further 
containing known complexing agents such as tert-butanol in combination with " non- 
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protic Lewis acids ", which can be metal fluorides. See particularly column 4 and the 
examples. WO 01/04179 disclose compositions containing a DMC catalyst comprising 
known complexing agents such as tert-butanol and further containing an "initiator" which 
can be a fluoride compound. See particularly pages 3 and 6 and the examples. CA 2 
390 126 discloses DMC catalysts further containing known complexing agents such as 
tert-butanol. This reference teaches that it is known in the art for these compositions to 
optionally contain, for example, metal halides. These salts are known to be present in 
DMC compositions as excess or by-products origination from the production of the DMC 
compounds. See particularly page 3. EP 1 146 062 discloses conducting a reaction in 
the presence of "impurity" DMC complex with metal-coordinating compound, i.e. the 
DMC/complexing ligand complex, and a hydrosilation catalyst which contains fluorine. 
See particularly pages 4 and 8. 

Accordingly, each of the references disclose compositions differ from the claimed 
invention only in the scope of coverage being sought, i.e. other compounds are- 
disclosed by the references in addition to the fluorine containing compounds. However, 
there is clearly overlap in scope and the motivation to arrive at the claimed invention is 
provided by the references specifically teaching the addition of fluorine-containing 
components. 
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Any minor differences in the limitations of the dependent claims have been 
considered. This statement is meant to include limitations such as the selection of well- 
known tert-butanol as complexing agent or the additional presence of water and other 
metal salts, known in the art as complexing agents in and of themselves. These types 
of limitation is fairly conveyed by the prior at of record as being optional, well-known 
modifications to DMC catalyst systems and are therefore not considered to confer 
patentability on an otherwise unpatentable composition. 

Furthermore, any such differences are deemed to be result-effective variables 
that one of ordinary skill in the art would be expected to manipulate to advantage. 
Additionally, such limitations can be considered to have been simply known as 
conventional to the artisan practicing in the art at the time the invention was made 
and/or were common practices which were so well known in the art that they would 
have been taken for granted. MPEP 706.02(a). 

If applicants believe that one or more limitations are critical to the invention, then 
applicants should amend the claims to reflect such critical limitations as well as indicate 
where in the specification such critical limitations were discussed and demonstrated. 

The limitations of all claims have been considered and are deemed to be within 
the purview of the prior art. 

Conclusion 

Applicants are advised that any evidence to be provided under 37 CFR 1.131 or 
1.132 and any amendments to the claims and specification should be submitted prior to 
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final rejection to be considered timely. It is anticipated that the next office action will be 
a final rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth D. Wood whose telephone number is 571- 
272-1377. The examiner can normally be reached on M-F, 5:30-2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 571-272-1364. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free^/// 7 / ^ I Jrd\ 



Elizabeth D. Wood 
Primary Examiner 
Art Unit 1755 
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